Essay


Mae West Inc. should oppose Vachon’s application under Lanham Act §2(d). It must establish priority rights in the MAE WEST mark, and that Vachon’s MAY WEST mark is confusingly similar to its own. Mae West Inc. could also successfully oppose Vachon’s ITU application since Vachon’s mark creates false association with Mae West. 

I. Priority

Mae West Inc. should attempt to establish continuous use of the MAE WEST mark since her death. A priority date is established by the bona fide use in commerce of a mark, which includes the rendering of services using the mark in more than one State. Lanham §45. Mae West unquestionably had common law rights in her name during her lifetime since she performed all over the country. Those rights passed to her heirs at death and eventually to Mae West Inc. Vachon will argue that those rights were abandoned after Mae West’s death (see infra “Abandonment”). 


Regardless of a court’s decision on the issue of abandonment, Mae West Inc. can establish a priority date of April 4, 2012, the filing of its ITU application. The filing of an ITU application constitutes the constructive use date, conferring nationwide rights to the applicant. Lanham §7(c). 

Vachon can raise four arguments. First, it can argue that there is no likelihood of confusion between the marks (see infra “Likelihood of Confusion”). Second, it can argue its shipment to ten potential wholesale distributors constituted bona fide use in commerce, conferring rights in the mark from March 30, 2012. Third, it can argue that its advertising amounted to analogous use. Finally, it can argue that the amount of business it conducted with U.S. citizens constituted trade with a foreign nation, giving it protection under the Lanham Act.  


Bona fide use in commerce requires an arms-length transaction. In Blue Bell, internal shipments to regional managers did not constitute bona fide use. Vachon will argue that its shipments were not intra-company, but to outside distributors. Although goods need not reach the end consumer to qualify as bona fide use, ten shipments in hope of finding a distributor is probably not sufficient. Shipments to a wholesaler might qualify, but searching for a distributor is too attenuated from genuine commercial use to qualify as bona fide. 

Moreover, the Blue Bell and Proctor & Gamble decisions, both of which rejected token use arguments, occurred before the ITU system was in place. The purpose of the ITU system is to allow companies like Vachon to protect its trademark rights in the early stages of product development. That Vachon mismanaged its timeline by searching for distributors before filing its ITU application, allowing Mae West Inc. to file first, weighs heavily against Vachon. 
Vachon might argue that its advertising in the 1980’s and 1990’s amounted to analogous use sufficient to create rights in the mark. Maryland Stadium Authority. This argument would fail since its advertising wasn’t in the United States. Even if the Ontario radio advertisements reached the U.S., the first sale didn’t occur within a commercially reasonable time of the advertisements, as the radio advertisements ended in 1999.

Vachon’s final argument, that its business with U.S. citizens amounted to “foreign trade” under the commerce clause, should fail as well. Although Ontario borders the U.S., there is no evidence that U.S. citizens bought any May West products, let alone enough to meet the Monte Carlo standard. This case is more similar to Buti, where the lack of evidence of business with U.S. citizens was dispositive. 

After evaluating Vachon’s arguments, Mae West Inc. should be considered the senior user. The only questionable issue is whether Mae West Inc. abandoned the mark after West’s death and reestablished it with the ITU application, or whether it has maintained its rights since West’s death (see infra “Abandonment”).
II. Likelihood of Confusion 


As the senior user, Mae West Inc. should oppose Vachon’s registration under Lanham Act §2(d), likelihood of confusion. If Vachon decides to commence sales in the U.S., Mae West Inc. should bring an infringement action for likelihood of confusion under Lanham §43. Courts have developed similar tests to evaluate likelihood of confusion, one being the 2nd circuit’s eight-factor Polaroid test.


The first factor, strength of the senior mark, consists of both market and theoretical strength. MAE WEST’s market strength is moderately strong since it was once famous, but has lost strength due to minimal use over the last thirty years. Its theoretical strength is weak since personal names are considered descriptive. 


The second factor is the degree of similarity between the marks, evaluated by their sight, sound and meaning. Sleekcraft. The marks here are extremely similar. Orally, they are identical. Visually, only one letter is different. The marks have the same meaning as well; since ‘MAY WEST’ doesn’t have a particular meaning, a court would probably regard it as referring to the actress, especially after seeing the representation of Mae West on Vachon’s products. 


The third factor, proximity of the products, is difficult to evaluate since Mae West Inc. has filed an ITU application. Its application specified a number of categories, including diet foods and chocolate. Vachon’s goods are prepared foods and baked goods. Vachon will argue that the two are separate areas of the food industry. Banfi; Dawn Donut. Mae West Inc. will argue that Dawn was different since consumers never saw the Dawn mark. Further, Gallo supports the idea that food is food, especially when there is potential for direct overlap regarding diet prepared foods. They will also probably be sold near each other in the supermarket, creating proximity through marketing channels. Nutrasweet. 

The fourth factor, likelihood of bridging the gap, is to Mae West Inc.’s advantage. It is clearly trying to revive the MAE WEST mark and might very well expand to more types of goods in the future. 


The fifth factor, evidence of actual confusion, is inapplicable here. Neither party has sold products in the U.S. yet, so there hasn’t been opportunity for actual confusion. However, the absence of evidence of actual confusion is not determinative. Gallo. This is especially true where there has been no opportunity for confusion. Nutrasweet. 
 
The sixth factor, defendant’s bad faith in adopting the mark, is complex. Bad faith can be inferred when the parties’ marks are similar, and defendant had knowledge of plaintiff’s mark when adopting its own. In the 2nd circuit, a finding of bad faith creates a rebuttable legal presumption of intent to confuse. Vachon adopted its mark while Mae West was still alive and famous. Additionally, its house mark is barely decipherable on its packaging. Conversely, defendant didn’t attempt to use its mark in the U.S. until long after Mae West died and presumably didn’t know about Mae West Inc.’s ITU application. Depending on what point in time a court used, it could find no bad faith. However, since the initial adoption in 1979 was in bad faith, and courts are sensitive to intent, a court would likely weigh this factor against Vachon. 


The seventh factor, quality of defendant’s product, is not relevant since we don’t yet know what the quality of Mae West Inc.’s products will be. Regardless, this factor is not particularly important. 


The eighth factor, consumer sophistication, can’t be determined until after Mae West Inc. sets prices for its products. However, foresight weighs in favor of Mae West Inc., since foods are frequently low-cost, and often considered impulse purchases. Nutrasweet.

Although some of the factors above aren’t yet clear, Vachon’s initial bad faith weighed with the rest of the factors should result in a finding of likelihood of confusion. 

III. Initial Interest Confusion

The extreme similarity between the two marks provides Mae West Inc. with a forceful initial interest confusion claim. Consumers familiar with the Mae West name will be drawn to Vachon’s products, allowing Vachon to reap where it has not sown. See Mobil. Where the marks and products are similar and relatively inexpensive, as will likely be the case here, consumers might just buy the junior user’s product, tangibly hurting the senior user.  

IV. Dilution

Mae West Inc. will not have a claim for dilution since MAE WEST is not a famous mark. Lanham Act §43(c)(1). Any fame she might have had has most likely faded over the years of minimal use. 
V. Abandonment


Vachon could argue that the MAE WEST mark was abandoned between Mae West’s death and the creation of Mae West Inc., since the mark was not used for four years. Nonuse for three consecutive years constitutes prima facie evidence of abandonment. Lanham §45(1). However, when those years are during the distribution of an estate and rights to the mark are transferred, the court should excuse the nonuse. 

Vachon could argue Mae West Inc. abandoned the trademark between 1984 and 2012 when it only licensed the mark for documentaries and to a stage show in the Bahamas. A mark is abandoned when the proprietor has no intent to resume use of the mark in the reasonably foreseeable future. CBS. In CBS, licensing to documentaries was insufficient evidence of intent to resume use since documentaries don’t “sufficiently rekindle the public’s identification of the mark with its proprietor.” However, the CBS finding was in large part driven by the fact that the show was taken off air for being racially insensitive. Where reduction of use is the result of the death of the proprietor, the subsequent owner of the mark should be afforded more leeway in resuming use. Mae West Inc.’s application also serves as evidence it intended to resume use.  

If a court finds abandonment, Vachon could unsuccessfully argue that the limited area defense applies. Lanham §33(b)(5). Unlike Rectanus or Thrifty, Vachon made one shipment to ten potential distributors, certainly not enough to meet the continuous use requirement of the limited area defense.
VI. False Association


Section 2(a) of the Lanham Act provides an absolute bar to registration for any matter that falsely suggests a connection with any person, living or dead. Vachon’s attempt to register “MAY WEST,” meets the four-part White test for false association, and should be rejected accordingly. First, Vachon’s mark is nearly identical to Mae West Inc.’s. Second, it unmistakably points to Mae West since there is no other likely meaning of ‘MAY WEST.’ Harjo. Third, Vachon has no connection to Mae West. Fourth, Mae West was a famous actress and connection to her would likely be presumed in relation to the mark. Although Vachon would argue that West’s fame has faded, the fact that it still uses her image on its products weights heavily against its argument. 

VII. Conclusion
Mae West Inc. should present the above arguments in opposition proceedings to Vachon’s ITU application. It should then hastily make use of its mark, since it is required to make use of its mark within six months of receiving its notice of allowance. Lanham §1(b)(c).  
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